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At the emerging company stage, the majority of assets are intangible. These may include 
information, know-how, innovations, and branding/goodwill. Where a company is innovation 
based, the development of the innovation will take investment. Whether internal or external, 
investment considerations include contemplation of market opportunity, barriers to other’s 
entry, and freedom to operate.

Developing the Strategic Plan
Best practices require that companies develop and implement an intellectual property stra-
tegic plan to ensure proper protection of their intellectual assets. The intellectual property 
strategic plan should dovetail with the aims, goals and mandates of the company. There is 
thus no one size fits all template. Intellectual assets can be used to protect, expand, and de-
velop business. Similarly, revenue from intellectual assets can be used to further fund inter-
nal projects. This may, for example, reduce the need for outside funding. Often appropriate 
protection of a technology is necessary to ensure that a new innovation can be further de-
veloped to enter the marketplace. As an illustration, intellectual property protection is often a 
necessary leverage in funds acquisition for a new company. The strategic plan must essen-
tially align the intellectual property resources of the company with the business strategy and 
incorporate intellectual property development and/or acquisition into the corporate culture.
Components to consider within this strategy are:
 • Effectuating disclosure and evaluation of inventions;
 • Proactively preventing employment issues and educating employees;
 • Identifying assets and preserving options through intellectual property audits;
 • Using appropriate tools to protect intellectual assets;
 • Leveraging intellectual assets;
 • Monitoring intellectual assets; and
 • Acquiring competitive intelligence.
Each will be discussed in turn.

Disclosure and Evaluation of Inventions
First and foremost it is important to encourage creativity and disclosure of inventions. This 
can be done through an employee invention incentive program. This recognition may also 
aid in retaining productive employees. There are a broad variety of potential awards, includ-
ing both financial and prestige type incentives. These awards may be awarded privately 
or through a ceremony or public announcement. In addition, award ceremonies are a nice 
means of attracting positive press regarding the company.

Pre-publication/presentation notice forms and invention disclosure forms are useful 
tools in preserving protection options, providing a means of evaluating disclosures, and 
reducing legal costs. The pre-publication/presentation notice form is the shorter of the two, 
and provides notice that a written or verbal disclosure of technology is slated to take place. 
Such a disclosure can have important ramifications upon patent filing options both in the 
United States and abroad due to time bar and strict novelty considerations. Thus, the pre-
publication/presentation notice form provides notice, such that a patent application can be 
quickly prepared and filed if indicated.
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In addition to providing a heads-up regarding planned publications/presentations, the invention disclosure provides notice 
as to use of government grants as well as information pertaining to the invention that can be used by the intellectual prop-
erty triage team in evaluating whether and how to pursue protection of the innovation. Considerations to this determination 
can include, for example, the type of innovation, and potential for value extraction.

Lastly, a well written disclosure can reduce attorney costs, particularly through the attachment of useful diagrams and 
figures, and by providing information in electronic form.

Employee Management and Education
Personnel issues impact the ownership and other rights associated with intellectual property. Through proactive man-
agement throughout the employment duration, intellectual property rights can be preserved and costly litigation can 
be avoided. Many steps in the form of documents and procedures can be taken to both strengthen intellectual property 
rights and to protect the company or institute from allegations of violating the intellectual property rights of others. These 
steps include procedures and/or protocol that should be initiated prior to hiring a prospective employee and maintained 
throughout that employee’s employment.

It is desirable to formalize the employment relationship by means of an employee agreement. It is preferable to give a 
prospective employee an opportunity to review corporate policies relating to intellectual property prior to initiating em-
ployment so that there is no issue about having to adhere to these policies. Concepts that should be included within an 
employee agreement include the ownership and assignment of intellectual property rights, confidentiality of proprietary 
information, employee duties and responsibilities, covenant(s) not to compete and company policy relating to employee 
termination.

Where a project is outsourced to an independent contractor, appropriate care must be taken contractually to ensure that 
all rights to a work product remain with the company. A contract for employment of the independent contractor should 
clearly identify the parties, the relationship between them and the services to be performed under the contract. The con-
tract should also specify the rights of the independent contractor with respect to, for instance, compensation, and the 
rights of the company in the ownership and use of the resulting work product. Lastly, the contract should set forth all cor-
responding duties relating to the work product.

If at all possible, it is in the employer’s competitive interest to protect the intellectual capital within each employee. In the 
case of trade secrets and know-how, this is best accomplished by restricting employee mobility. However, for a variety 
of reasons, employment is no longer a hired-to-retirement situation. Thus, it is of utmost importance to have procedures 
and agreements in place that relate to the termination of employment. Two such procedures and/or agreements are: notice 
of employee termination and exit interviews.

The most efficient way to avoid the loss of valuable intellectual property rights is through employee education. It is thus 
desirable to schedule an entrance interview as close as possible to a new employee’s start date. This allows the company 
to brief the new employee about the company’s policies, procedures and practices in the field of intellectual property. 
Additionally, periodic seminars can be quite useful in reminding employees of company policies regarding intellectual 
property innovation and providing more directed information of use to various employee groups. Examples of topics for 
such seminars include:
 • Importance of maintaining confidentiality of proprietary information;
 • Guidelines to follow in public disclosure;
 • Appropriate documentation of research;
 • Intellectual property issues related to employee management; 
 • Marketing proprietary technology, etc.
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Intellectual Property Audits
Intellectual property audits are useful to evaluate the scope, nature, strength, and weaknesses of an intellectual property 
portfolio. Audits may be performed as part of a due diligence investigation, but are also useful as a routine tool for valua-
tion of an intellectual property portfolio. Through the course of an intellectual property audit, intellectual property assets 
are reviewed with respect to creation, acquisition, development, licensing, protection, and enforcement. For example, 
in an audit one may identify and prioritize patentable subject matter; determine the status of existing/pending patents, 
trademarks, and copyrights; review licenses, particularly those having most favored nation type clauses; review employee 
agreements; and review practices related to maintaining trade secret protection. Sample questions to be asked pertaining 
to an audit include:
 • Are the correct innovations being protected?
 • Is return on investment being maximized?
 • Are options being preserved?
 • Are there limitations on use of technology due to government regulations?
 • Are international opportunities being adequately exploited?
 • Are appropriate employment policies in place?
 • Are rights to trademarks and trade secrets being appropriately preserved?

Tools
There are various tools that can be used alone or in combination to protect ones intellectual assets. These tools include 
patent, copyright, trademark, trade secret and contract. The included Intellectual Property At a Glance chart summa-
rizes the purpose, term, subject matter, defenses, pros and cons for each of these tools. Please note, however, that this 
information is for general use only, as specific situations may trigger certain additional rules and/or exceptions. 

Patent
Do be careful about time bars. The  United States is now a first to file country. Thus, it is important to file as soon as is 
possible. Also, while the US does still allow a one year grace period post disclosure or offer to sell – most every other 
developed nation requires strict novelty. What does this mean? It means that if you publicly disclose the invention or offer 
to sell it before filing a patent application, there is no opportunity to obtain patent rights in these countries. 

It is often best to start with a provisional filing. A provisional filing should be as full and robust as a formal filing. This filing 
provides you with an application date and the ability to note Patent Pending for your invention. It also provides a year to 
further develop the invention and begin the marketing process. We often consider the provisional as a way to obtain a 21st 
year of protection (term will begin with the filing of the conversion application). 

Should you begin with a provisional filing, your next decision will be whether or not you  wish to pursue rights in the US 
only, or if you want to retain options to file in other countries. If you choose to file US only, we would augment the applica-
tion with any improvements, prepare claims, and prepare formal figures. We would then file in the US PTO and await the 
first office action. 

If you should decide that you want to retain possibility to file in other countries, we would augment the application with any 
improvements, prepare claims, and prepare formal figures. We would then file a PCT application. You would then have 18 
further months (for a total of 30 months from the original provisional filing) to decide in which countries you wish to file. 
Several months prior to this deadline we will learn from you the countries of interest and obtain for you rough estimates 
of filing and prosecution costs in those countries. After the filings are done in each country we would await a first office 
action in each country. 

Should you begin with a full US filing, you still have the option of filing PCT at the one year date. 
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The first office action generally comes about two years post the US conversion or the national phase filing. Once we 
receive the first action the real negotiation begins. The patent Examiner will conduct searches for similar inventions. We 
will have to distinguish your invention as claimed from the references identified by the Examiner. We must show that your 
invention is fully enabled and described by the application, and that it is new and not obvious in light of the references 
identified by the Examiner.

There are steps that can be taken to speed up the timing to first action. These have pros and cons – we are available to 
discuss if these are of interest. 

Copyright
The owner of a copyright has the exclusive right to reproduce, distribute, perform, display, license, and to prepare deriva-
tive works based on the copyrighted work. However, these exclusive rights of the copyright owner are subject to limitation 
by the doctrine of “fair use.” Fair use is very fact specific and based upon application of a multi-factor balancing test, but 
can include use of a copyrighted work for purposes such as criticism, comment, news reporting, teaching, scholarship, or 
research.  Copyright protection subsists in original works of authorship fixed in any tangible medium of expression from 
which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or de-
vice. Copyright cannot be used to protect an idea, procedure, process, system, method of operation, concept, principle, 
or discovery. Registration of copyright is voluntary and may take place at any time during the term of protection. However, 
an action for copyright infringement may not be commenced until the copyright has been formally registered with the 
Copyright Office.

Trademark
A trademark is generally a word, phrase, symbol, or design, or a combination thereof, that identifies and distinguishes the 
source of the goods of one party from those of others. A service mark is the same as a trademark, except that it identifies 
and distinguishes the source of a service rather than goods. Trademark rights arise through use of a mark. No registra-
tion is necessary for this common law protection. Any time you claim rights in a mark, you may use the “TM” (trademark) 
or “SM” (service mark) designation to alert the public to your claim, regardless of whether you have filed an application 
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with the United States Patent and Trademark Office (“USPTO”). However, you may use the federal registration symbol “®” 
only after the USPTO actually registers a mark. While federal registration of a mark is not necessary, it offers a number of 
important benefits including:
 • Constructive notice to the public of the registrant’s claim of ownership of the mark;
 •  A legal presumption of the registrant’s ownership of the mark and the registrant’s exclusive right to use the mark;
 • Nationwide in connection with the goods and/or services listed in the registration; and
 • The use of the U.S. registration as a basis to obtain registration in foreign countries.

The most important rule of grammar regarding proper trademark use is that a trademark should be used as an adjective, 
not a noun or verb.

Trade Secret
To meet the most common definition of a trade secret, it must be used in business, and give an opportunity to obtain an 
economic advantage over competitors who do not know or use it. When determining whether to protect an invention by 
patent vs trade secret, the following considerations may be helpful:
 • Market life of subject matter.
 • Likelihood of subject matter being reversed engineered.
 • Likelihood of independent development.
 • Type of subject matter.
 • Difficulty in keeping subject matter from others.
 • Cost of maintaining secrecy vs. value of subject matter.
 • Number of persons that need access to subject matter.
 • Economic effect if trade secret is lost.
 • Employee mobility.

Trade secret theft can be difficult and costly to prove. It is important therefore, to maintain all possible steps to keep trade 
secrets secret. 

Contract
Contracts can define a multitude of understandings. Innovation based companies may often enter into a type of contract 
know as a strategic alliance; that is, an agreement between two or more entities stating that the involved parties will act 
in a certain way to achieve a common goal. As an example, strategic alliances may be entered into for revenue genera-
tion, access to technology, access to funds, and/or access to certain expertise. A few best practices to consider when 
negotiating such an alliance include:
 • Establish realistic objectives and expectations;
 • Establish clear lines of communication between parties and identify contract liaisons;
 •  Keep costs down by reaching an agreement in principle prior to reducing the agreement to writing;
 •  Identify the needs/goals of the other party – determine what is and is not negotiable;
 •  Understand your BATNA (best alternative to a negotiated agreement) – at what point do you walk away;
 •  One size does not fit all - use templates with caution; and
 •  Maintain an executed contracts file

It is important to realize that sometimes the best agreement can be the one not entered. 
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Leveraging Intellectual Assets
The goal is to maximize the return on one’s intellectual assets, remembering that a minimum return is better than no return 
at all. To effectively maximize the return on these assets, which after all are the result of investment, periodic cost/benefit 
analyses are in order. For example, if there is no foreseen use of certain patented technology, the company should per-
haps think twice regarding the continued payment of maintenance fees necessary for the continued patent protection of 
that technology.

Strategies that may be used to leverage intellectual assets include:
 •  Use of the innovation in the company/institute core business;
 •  Create a spin-out company directed to commercialization of the new technology;
 •  Joint venture with third parties to develop and commercialize the invention;
 •  Initiate proactive licensing (both in-licensing and out-licensing) programs;
 •  Sale of the asset(s);
 •  Use the innovation as leverage to gain access to other desired technology through technology transfers, corporate 

partnering relationships, and/or cross-licensing;
 •  Gift or donate the asset(s) to obtain tax benefit;
 •  Hold on to the technology to prevent its exploitation by others;
 •  Place the technology in the public domain, thereby providing access to others while ensuring the competitors cannot 

obtain patent protection on the technology.

Monitoring Intellectual Assets
It is important to monitor the status of patent and trademark applications to ensure that critical deadlines are not 
missed. In some instances, missing a deadline could mean losing valuable rights forever. Furthermore, strict adherence 
to deadlines is also critical in view of the possibility of patent term extensions through the Patent and Trademark Office. 
Patent term extensions provide for extension of the 20-year patent term if there are unusual delays on the part of the U.S. 
Patent and Trademark Office (USPTO). However, any such delays on the part of the USPTO are offset by any delays on 
the part of the applicant. Accordingly, it is important to strictly adhere to any deadlines imposed by the USPTO. There are 
many commercially available docketing systems that can assist in this effort. Similarly, docketing systems can assist in 
documenting intellectual property triage team decisions and related follow through; pre- publication/presentation screens 
and related actions; and maintaining status of varying licenses.

Monitoring also involves ensuring that appropriate marking is used and that proper steps are undertaken to ensure proper 
protection of valuable intellectual property assets. In many instances, damages are predicated on appropriate notice and/
or marking. Further, a company must watch for infringement in order to avoid any defenses of laches or estoppel. More-
over, in some instances, improper marking and use of trademarks could result in the loss of a mark as either abandoned 
or surrendered as generic. Accordingly, is important to regularly monitor the appropriate use and marking of all intellectual 
property assets, as well as to police the activity of others.

Competitive Intelligence
Companies need to find their competitive niche in order to secure market share. This is particularly true when these enti-
ties are operating within the same areas as global giants formed by mega mergers. To compete effectively there is a need 
to monitor industry activity and competitor strategy as a regular part of doing business. Thus, the goal of competitive 
intelligence is to ensure that the organization has accurate, current information about its competitors and a plan for using 
that information to its advantage.

Every disclosure by a competitor gives insight that can be used to competitive advantage. Disclosures relating to the pro-
tection of innovations are no different. Patent applications are published on or about the 18 month date. Information set 
forth within these patent applications can be quite useful in determining the latest trends and directions in research and 
development, and can provide data needed to make informed decisions about everything from marketing, allocation of 
resources relating to research/development, and investing tactics to long-term business strategies.
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Conclusion
All-in all, the intellectual property strategy should be compatible with the aims and future growth of the company or insti-
tute, and conducive to the acquisition, maintenance and enforcement of intellectual property assets. Rights can be main-
tained and options maximized through the use of tools aimed at effectuating disclosure and evaluation of inventions, as 
well as the implementation of proactive employee management strategies. Through the use of intellectual property audits, 
monitoring of intellectual property, and competitive intelligence the corporation or institute can maintain proper product 
clearance practices and up-to-date inventories of the intellectual assets. Costs can be controlled by establishing an intel-
lectual property triage committee which screens all disclosures and centralizes control of all intellectual property func-
tions in an organized fashion. Intellectual property is indeed a business asset, and should be protected and leveraged ac-
cordingly through a rigorous enforcement program coupled with a proactive licensing and acquisition/divestiture program.

We hope that the above provides a useful high-level overview of intellectual property tools and knowledge strategy. We 
note, however, that developing such a strategy is strongly dependent on the related goals and underlying facts. It is always 
important to consult with your attorney in such matters. If you would like additional information regarding this topic, please 
contact: Gianna Arnold, in the firm’s Baltimore office at 410-332-8913 (garnold@saul.com), Jay Reilly, in the firm’s DC  
office at 202-295-6611 (jreilly@saul.com) or the Saul Ewing attorney who regularly handles your legal matters. 
 
Intellectual Property At A Glance

Purpose: Protect one’s intellectual work 
product from unauthorized use by others.
Term: 20 years from filing.
Defenses: Non¬infringement, invalidity, fraud 
Ownership: To inventor
Pro: Prevents free riders & independent 
originators, strongest protection.
Con: Difficult to obtain, limited duration, time 
bars, costly to procure and enforce. 
Provides ability to exclude. 

Trade Secret
Purpose: Protect one’s intellectual work 
product from unauthorized use by others.
Term: Potentially perpetual.
Subject Matter: information, know-how, in-
novations.
Defenses: Independent origin.
Pro: Could last forever, easiest to obtain.
Con: Weakest protection, no protection 
against independent creators.

 

Copyright
Purpose: Protect one’s intellectual work 
product from unauthorized use by others.
Subject Matter: Original works of authorship 
fixed in any tangible medium.
Defenses: Non-infringement, invalidity, inde-
pendent origin, non-forbidden use, fair use.
Ownership: Creator.
Pro: Long term, low cost.
Con: ≠ ideas, ≠ facts, ≠ independent origina-
tion.
Berne Convention: Requires its signatories 
to treat the copyright of works of authors 
from other signatory countries at least as 
well as those of its own nationals. 

Contract
Purpose: An enforceable promise.
Term: Dependent upon contract terms.
Subject Matter: Broad
Defenses: Breach, antitrust violation, fraud.
Pro: Ability to craft contract terms to suit 
particular situation.
Con: Difficulty in negotiations, uncertainty of 
language, lack of a crystal ball. 

Trademark
Purpose: Protect a Company’s goodwill.
Term: Perpetual if mark used in commerce & 
registration appropriately renewed.
Defenses: Non-infringement, invalidity,  
unclean hands, no likelihood of confusion.
Pro: Long term, low cost.
Con: Does not exclude others from copy-
ing so long as copying is not likely to cause 
confusion.
Madrid Protocol: Cost-effective and efficient 
way to obtain protection for marks in  
multiple countries through filing one applica-
tion with a single office, in one language, 
with one set of fees, in one currency.

 

Patent
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